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DETAILED ACTION 

The following is in response to the amendment filed August 29, 2008. Claims 1-70 have 
been cancelled. New claims 76-84 have been added. All previous rejections pertaining to any 
of claims 1-70 are moot in view of the cancellation of those claims. 

Specification 

The amendment to the specification is acknowledged. No new matter has been added. 
Election/Restrictions 

Newly submitted claims 80-84 are directed to inventions that are independent or distinct 
from the invention originally claimed for the following reasons: 

This application contains claims directed to patentably distinct species, i.e., different 
embodiments of a method of applying surface size to a paper web. The species are independent 
or distinct because claims to the different species recite the mutually exclusive characteristics of 
such species. In addition, these species are not obvious variants of each other based on the 
current record. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 80-84 have been withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

There is an examination and search burden for these patentably distinct species due to 
their mutually exclusive characteristics. The species require a different field of search (e.g., 
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searching different classes/subclasses or electronic resources, or employing different search 
queries); and/or the prior art applicable to one species would not likely be applicable to another 
species; and/or the species are likely to raise different non-prior art issues under 35 U.S.C. 101 
and/or 35 U.S.C. 1 12, first paragraph. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the species unpatentable over the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other species. 

New claims 76-78 fall within the scope of the method of original claims 52 and 53, 
therefore are under consideration for examination. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

1 . Claims 76-79 are rejected under 35 U.S.C. 103(a) as being unpatentable over Korhonen 
et al (US 6,994,771) in view of Laapotti (US 6,103,066). 

Korhonen discloses methods for applying a coating or surface size to a web of paper or 
board in a paper making machine. With reference to the claims, Figure 1 shows a surface size 
spray applicator SI A disposed opposite a suction roll 7. A web is guided about the suction roll. 
The spray applicator SI A applies size to a first side of the web. Vacuum from the suction roll is 
applied to the other side of the web. Figure 2 similarly shows a spray applicator SI A disposed 
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opposite a suction turning roll. In both Figure 1, a second spray coater S2 is provided for the 
other side of the web. Similarly, in Figure 2, spray coaters S2A and S2B are provided for the 
other side of the web. See also column 4, line 24 to column 6, line 8. Air impingement drying or 
infrared drying may be provided therewith. See column 8, lines 15-36. 
Korhonen does not disclose providing a vacuum of 5 to 80 kPa. 

Laapotti is cited here to exemplify that suction rolls of the type depicted by Korhonen are 
operated at vacuum pressure of 2 to 30 kPa which overlaps the claimed range of vacuum 
pressure. See column 12, lines 12-20. It would have been obvious to one skilled in the art to 
operate the suction roll of Korhonen at the same pressure to insure proper web travel and transfer 
through the paper machine during a constant running condition. It would have also been obvious 
to provide a higher vacuum pressure, one that normal running values, in order to properly coat 
the web. 

2. Claims 76 and 79 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamalainen et al (WO 02/072952) in view of Elijoki et al (US 5,756,156). 

Hamalainen discloses a method of coating or surface sizing a paper web in the drying 
section of a paper machine. With reference to the claims, Figure 2 shows spray coating units 7, 3 
disposed opposite a reversing suction roll 15, wherein the web is sprayed on one side and guided 
about the suction roll on the other side. See also page 8, second paragraph. 

Hamalainen does not disclose providing a vacuum of 5 to 80 kPa. 

Elijoki is cited here to exemplify that reversing suction rolls in a drying cylinder group of 
a paper machine are typically operated at a pressure of 1-3 kPa, which is just below the claimed 
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range of vacuum pressure. See column 9, lines 15-34 and column 10, lines 36-54. It would have 
been obvious to one skilled in the art to operate the suction roll of Hamalainen at at least the 
same pressure to insure proper web travel through the dryer section. It would have also been 
obvious to one skilled in the art to provide a higher vacuum pressure, one that exceeds 3 kPa, in 
order to properly coat the web on the reversing suction roll and insure proper web travel of the 
coated web through the dryer section. In this instance, it is deemed one would exceed the 
claimed 5 kPa. 

Allowable Subject Matter 
Claims 71-75 are allowed for reasons given previously. 

Response to Arguments 

Applicant's arguments filed August 29, 2008 have been considered. 

In view of the arguments, the references applied in the rejections under 35 U.S.C. 102 
and 103 set forth previously are not applicable to the new claims. A new grounds of rejection is 
set forth above. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Heinzmann et al (US 6,187,142) discloses coating a web with an applicator located 
opposite a vacuum roll. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Hug whose telephone number is (571)272-1 192. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571 272-1 189. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Eric Hug/ 

Primary Examiner, Art Unit 1791 



